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16, 2003. P UOn Under 37 C.F.R. §1. 137(b), both filed together on July 

S^ 1 ^^ S l7 1 99? a ££* ACti °« to / et ^ °" °~ ^ 
that the reply was non-responsiv^d RiL g ^ annf T T ^ t0 Ae appHcant ' indica ^8 
1999, an amendment was received r^f ^ ° J m ° nth * ^ ° n A P ril 22 > 
Again, this amendment was vn^^^ jT^TI"' f ^ Apdl 1 9 > 1 
the applicant, indicating that this third attempt 1? ' ' an0ther letter was mai led to 
applicant one (1) month to reply Tnt S^n"" 8 ^^ ^ ^ g ^ the 
to reply in a timely manner tothis l^S^^fS^!^ f ° r fai,Ure 
extensions of time under the provisions of 37C F R 81 1 w7 ^ WaS r6Ceived ' and no 
° nS 01 37 C F R - §» -136(a) were requested. Accordingly, the 

I A grantabJe petition pursuant to 37 CFR 1. 1 37(a) must be accompanied by 
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ent 


ma" W r M tchTl' P 20M°": ^ ^ «■** was disntissed 

' ° 0J> f ° r failUre to ,ha, the delay was uT™ST ° n 

^''ffiSS^^.S'S?? *2 ^ « «"«*» — 37 C F R 

es t a bll s hteftedelayw ^ voi ^~^^^^ 

BmiaUaevwd petition ,,nrf„ ^^rjuura 

Concerning the third renewed petition under 37 CFR 61 mr , * 

^^re„ewedpe,i tala e ksiteI » ( 3 )above "* SU3 ™*^™M™. 

. In * he specialized field of patent law tur 

is primarily responsible for theTnnEtion ?, e / ommi ssioner of Patent and Trademark, 
technical statutory and x^^^S^^^?^ 1 - of the va ™»s nSot J 
those provisions is entitle! to cm^^Sd^^^^ 00 ^ 8 intei P ret ^ion of 

^^S^^^^T^ Wh0 ^ "rolled, if the facts 
unavoidable, and that &O^S^S^S aiti?g ^ ^"^ion wa? 
in reason or common sense."" £>Moner s adv erse determination lacked any basis 

dtscretmn, or otherwise not in £ SK^ffi&f- CapricioUS ' abuse ° f 
Sffi .o^E^^S S S?S«5S**- " -ow and a 

— ^^^^ 

Defence Cminrii y 467 U S fH7 *aa *n t J? ^ference ), see aiso Chevron T J £ a j nc v Naf ,' , RA f 
permiaibk eonsrrwion „f the L^'p 1" es,,m f ° r ~« , s Aether the agency's answer i s b.°ed on a 
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The standard 

;:~ ofapT °™^«--Hn,,e MaTOidabledday . 

* — of*e deiay is „„ fte pciM ^ ^ 

*e cogences of Le ^ ^applicant is bound by 

caused by the mistakes of negligent of hkT, ' f^ 3 "* Petitioner's delay 
«oes no, consttae "^^^T^S^ 

distance avoid the repercussions ofT * , ' the petUloner c ™ later 


7^InreMatt^38App. D.C. 497 (D.C. Cir. 1912). 
8 gee Smith v Mncc.n rhnf y f7] r „ , „, IICnrt 

1 2 Hames, 673 F.Supp. at 3 1 6- 1 7 5 n s p A ™ , , , 
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constructively possess "notice of all facts, notice of which can be charged upon 
the attorney . 

"Courts hesitate to punish a client for its lawyer's gross negligence, especially 
when the lawyer affirmatively misled the client," but "if the client freely chooses 
counsel, it should be bound to counsel's actions 14 ." 

The portion of the MPEP relevant to the abandonment of this application 

MPEP 71 1.03(c) states, in part: 

REC^^^ HOLDING OF ABANDONMENT BASED ON FAILURE TO 

^^J^aI^ 9 172 V SP P 513 /P- D ?. 1971), the court decided that the Office should mail 
a new Notice of Allowance in view of the evidence presented in support of the contention that the 
applicant s representative did not receive the original Notice of Allowance. Under the reasoning of 
Delgar, an allegation that an Office action was never received may be considered in a petition to 
withdraw the holding of abandonment. If adequately supported, the Office may grant the petition 
to withdraw the holding of abandonment and remail the Office action. That is, the reasonine of 
Delgar is applicable ' regardless of whether an application is held abandoned for failure to timely 
pay the issue fee (35 U.S.C. 151) or for failure to prosecute (35 U.S.C. 133). 

To minimize costs and burdens to practitioners and the Office, the Office has modified the 
showing required to establish nonreceipt of an Office action. The showing required to establish 
n u 0n ^ ipt 0 ° fflce commumcatl °n must include a statement from the practitioner stating that 
the Office communication was not received by the practitioner and attesting to the fact that a 
search of the file jacket and docket records indicates that the Office communication was not 
received. A copy of the docket record where the nonreceived Office communication would have 
been entered had it been received and docketed must be attached to and referenced in 
practitioner's statement. For example, if a three month period for reply was set in the nonreceived 
Office action, a copy of the docket report showing all replies docketed for a date three months 
from the mail date of the nonreceived Office action must be submitted as documentary proof of 
nonreceipt of the Office action. See Notice entitled "Withdrawing the Holding of Abandonment 
When Office Actions Are Not Received," 1 156 O.G. 53 (November 16, 1993). 

The showing outlined above may not be sufficient if there are circumstances that point to a 
conclusion that the Office action may have been lost after receipt rather than a conclusion that the 
Office action was lost in the mail (e.g., if the practitioner has a history of not receiving Office 
actions). 

Evidence of nonreceipt of an Office communication or action (e.g., Notice of Abandonment or an 
advisory action) other than that action to which reply was required to avoid abandonment would 
not warrant withdrawal of the holding of abandonment. Abandonment takes place by operation of 
law for failure to reply to an Office action or timely pay the issue fee, not by operation of the 
mailing of a Notice of Abandonment. See Lorenz v. Finkl, 333 F.2d 885, 889-90, 142 USPO 26 
29-30 (CCPA 1964); Krahn v. Commissioner, 15 USPQ2d 1823, 1824 (E.D. Va 1990); In re ' 
Application of Fischer, 6 USPQ2d 1573, 1574 (Comm'r Pat. 1988). 

Two additional procedures are available for reviving an application that has become abandoned 
due to a failure to reply to an Office Action: (1) a petition under 37 CFR 1.137(a) based upon 
unavoidable delay; and (2) a petition under 37 CFR 1.137(b) based on unintentional delay. 

§ 1.121 Manner of making amendments in application. 


!5i 


Claims. — 

Amendment by rewriting, directions to cancel or add . Amendments to a claim must be made 
by rewriting such claim with all changes (e.g, additions, deletions, modifications) included. 
The rewriting of a claim (with the same number) will be construed as directing the 


13 Link at 633-634. 

14 Inryco , Inc. v. Metropolitan Engineering Co.. Inc.. 708 F.2d 1225, 1233 (7th Cir. 1983). See also, Wei v. 
State of Hawaii. 763 F.2d 370, 372 (9th Cir. 1985); LeBlanc v. I.N.S.. 715 F.2d 685, 694 (1st Cir. 1983). 
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Kc , tion n ° f PreVi ° US VerSi ° n ° f th3t C,aim - A c,aim ma y also be ca "celed by an 

(i) ; A ^Ti en °u new| y a^ed claim must be in clean form, that is, without markings to 
indicate the changes that have been made. A parenthetical expression should fo"lSw?he 
c aim number ,n<ficating the status of the claim as amended or new^added (e a 
. "amended," "twice amended," or "new") y K 8 '' 

00 m,^S^ amend . e d by rewriting such claim with the same number, the amendment 
SlE fcompamed by another version of the rewritten claim, on one or more pages 
separate from the amendment, marked up to show all the changes relative to the 
previous version of that claim. A parenthetical expression sholld follow the claim 
n^nt? "? dlcat,n g *? sta tus of the claim, e.g., "amended," "twice ameS » etc The 
parenthetical expression "amended," "twice amended," etc. should be the same for 
both the clean version of the claim under paragraph (c)(l)(i) of mis section and the 
rfeS^JT 0 " ""der th.s paragraph. The changes may be shown by brackets (for 

A Z%Z underl, n'ngjfor added matter), or by any equivalent marking ( 
system A marked up version does not have to be supplied for an added claim Sr a 
creeled 38 lt ,S Suffic,ent to state that a Particular claim has been added or 
(2) A claim canceled by amendment (deleted in its entirety) may be reinstated only bv a 
m Tjj ec l uent ^endment presenting the claim as a new claim with a new claim number 
( } inlr wh ,0n f ^ ^ s ,f u of P^ding claims may be submitted in a single amendment 
paper. Such a submission shall be construed as directing the cancellation of all previous 
! ™ s ° f P en ding claims. A marked up version is required only for claims being 
changed by the current amendment (see paragraph (c)(l)(ii) of this section). Any claim not 
accompanied by a marked up version will constitute an assertion that it has not been 
changed relative to the immediate prior version. 

Application of the standard to the current facts and circumstances 

In both the original and the renewed petition, petitioner maintains that the circumstances that led 
to the abandonment of the application meet the aforementioned unavoidable standard and 
therefore; petitioner qualifies for relief under 37 CFR 1 .137(a). In support thereof, petitioner 
contends that this mailing was never received. 

In the renewed petition, petitioner submitted what was described as a docket report, which did 
not contain information for the relevant time period. It was set forth that "a search 'has been 
conducted, and no such back-up or paper copy is known to exist. The firm has no formal policy 
on maintaining such sheets, especially from so long ago 15 ." 

On page 6 of the decision on the renewed petition, the following was set forth: 

A docket report is a mail log, recorded by the person who receives all incoming mail. A docket 
report should show all incoming mail received during the relevant time period, in order to 
establish that the correspondence at issue was not received, and merely misplaced and filed with 
another file. 

On page 7 of the decision on the renewed petition, the following was written: 

First, the docket print-out is not a mail log. A mail log is a record of items received. Whether a response is due or 
has been submitted is irrelevant to a record that accurately reflects all correspondence received during a particular 
time period. As such, this listing is a "to-do" list rather than a mail log, and hence, even if the record showed all 
relevant dates, it would not be acceptable as a record of all incoming mail. 

Secondly, if entries in the record are deleted after a response is sent or if it is determined that no response is due this 
negates the record's ability to confirm that an article of mail was or was not received. Once a member of the office 
staff deletes an entry, the record would provide to a later observer a false indication that the article of mail was never 
received. 


15 Renewed petition, page 5. 
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Petitioner also submitted copies of an index card system, which obviously was not determined to 
constitute a mail-log as each index card is associated with a particular file. 

With the second renewed petition, Petitioner sets forth "it is noted that, in contrast to typical 
policies of the U.S. Patent and Trademark Office, no telephone call was apparently made to 
determine whether the abandonment was intentional 16 ." Petitioner has not cited to any statue, 
rule, regulation, or portion of the MPEP which requires Examiners to extend this courtesy to 
applicants or provides a remedy or recourse to applicants should this situation arise. ' 

Petitioner points out that the Examiner in charge of the application changed during prosecution, 
but it is not clear how this fact is germane to the abandonment of the instant application. 

Petitioner states that the amendment "is not in a preferred format for amendments, not that it was 
inconsistent with the patent office rules. Thus, a review of the record, but for the missing 
correspondence, would not have revealed the status of the application 17 .' 5 37 C.F.R. §1.121 sets 
forth the manner in which applicants must submit amendments. As such, the manner in which 
the applicant chose to submit his amendment was indeed inconsistent with patent office rules. 
Furthermore, an attorney who is registered to practice before the Office has a duty to keep 
himself up to date and aware of the rules and procedures under which this Office operates. An 
attorney or agent who meets this duty would have been aware of the inconsistent amendment, 
upon reviewing the file. 

Petitioner again asserts that the index cards constitute a reliable mail log. Petitioner states that 
"the filing of correspondence is a separate step from, and independent of, the docketing of the 
correspondence. Misfiling of the correspondence would not affect, or change, the entries in the 
docket system 18 ." As set forth in the previous decision, Petitioner's docketing system does not 
accurately reflect all correspondence received during a particular time period, and it cannot be 
relied upon to confirm whether an article of mail was or was not received, as entries can and are 
removed. For these reasons, petitioner's docket record is both incomplete 19 and unreliable 20 . 

Petitioner then writes "Thus, in contrast to the Petitions Examiner's surmise (bottom of page 6 - 
top of page 7), the misfiling of the document would not affect the docket card entry 21 ." To 
buttress his argument, petitioner has submitted copies of index cards from "related cases 22 ." 
Petitioner states that his index card entries are "distinct from a 'file wrapper maintained 5 docket 
entry'". " As was explained in both the decision on the original petition and the decision on the 
renewed petition, 

A docket report is a mail log, recorded by the person who receives all incoming mail. A docket 
report should show all incoming mail received during the relevant time period, in order to 


16 Second Renewed Petition, page 2. 

17 Id. 

18 Second Renewed Petition, page 3. 

19 See Decision on Renewed Petition, page 6. 

20 See Decision on Renewed Petition, page 7. 

21 Second Renewed Petition, page 3. 

22 Id. 

23 Id. 
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^effife 31 ^ * ™ - not received, and mere.y misplaced and filed with 

no tation on the wrong card, if at all. It follows that the bM^^^S^L 
^^^T^ " * " P ° SSible ^ fc ^ - ™ de - ac^ot 0 ;^ one 

As set forth above, it has been established that entries are at times removed from the electronic 

a ^t?H e ; I e T r SUbmittCd declarati <™ of fact from two employees o?hi firm who 
attest tha they do not remember receiving the missing paper in 1 999 Petitioner Merxat es 
that it is "inconceivable that the docket entry was intentionally removed frZ L^ oT 
database without a corresponding set of entries on the card, without the recollection oT^ person 
involved. Our staff recalls no such occurrence." It is plausible that an e™ wa ^ comm^ed 2 
an entry was removed from the electronic database without a con«^oncZ^^S™ d 
card Furthermore, the PTO file is the official record of the papers originally filed™ his 
apphcahon. A review of the official file reveals that the letter in question Tas rLai led fo the 
pettttoner on une 15, 1999. An applicant alleging non-receipt of'a paper has the burden of 
member^ht offic^ ^ ™ deran - °f the evidence. Petitioners asserted that no 
?99Q 1 * ^members receiving a letter which was mailed to the firm on June 15 

TLl 77' m T° ne l ° f P etitioner ' s staff ™* of the declarants of a routine mailing 
practice which occurred over four years prior is not more persuasive than the PTO file 

Petitioner next describes the Office's internal mail system, and surmises that the Office's "mail 
system is not infallible 24 ." The Office acknowledges that the mail system can and does err 

ulavoSfe 25 ' 18 r Cd ^ ^ bUrdCn rCStS ° n him t0 6Stablish that the dela y was 

The Petitioner next asserts that he his docketing system is sufficient to meet the standards of a 

ate e ^ tmg T t6m - This / SS u erti0n iS inC01TeCt ' due t0 the incompleteness and unreliability 
of the docketing system, as set forth above. y 

fi na twr tit i 0ner ' U " derneath the headi "g " P "Wic Policy", challenges the applicability of case 
aw&at has been well established for over one hundred years, without asserting that said case 
law has been overturned. Furthermore, the petitioner would have the Office decree that 

2' 1 dlhgenC , e ' ^ 800(1 faith are not essential re£ l uisite s to the success of those who 
seek to obtain the special privileges of patent law, and each is unnecessary to the interest of the 
public and for the protection of rival inventors. The Office declines this invitation 


24 Second Renewed Petition, page 7. 
25MPEP711.03(c)III(F). 
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The petiti on under 37 C.F.R. S 1 . 1 17( h) 

Regarding the petition under 37 C.F.R. §1.137(b), subsection (3) of this section of the C F R 
requires a statement that the entire delay in filing the required reply f™ the du sd^for Ae 
reply until the fihng of a grantable petition pursuant to 37 C.F.r'/i . W(b7v^SLS^I 

S 1 - 137 ^), ^ statement contained in the instant petition is being construed a/the 
statement requtred by 37 C.F.R. §1. 137(b)(3) and petitioner must Jl^SSSSfStvt a 
correct interpretation of the statement contained in the instant petition 

CTRM ™5" h P T * e ^ uire ™ te t0 reviv e the above-identified application pursuant to 37 

i 137(b) - Petl tioner submitted the required reply in the form of th 'submission of IT 
amendment payment of the petition fee, and a statement which™ being ^consS as Ae nrooer 

oX 6 X~r 1 ^ * " n ° ted ^ SUbStitUtC drawi ^ S Tn&ce 
Consequently, the petition is GRANTED. 

The application file is being forwarded to Technology Center 1 700 for further processing. 
So3%?001 L 1 * 68 COnCemin8 * is decision shouId be direct ed to Attorney Paul Shanoski at 



iy Flanag 
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